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Claims 60-73 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected species, there being no allowable generic or linking claim. Election 
was made without traverse in the reply filed on November 16, 2006. There is no evidence from 
the original disclosure that the embodiment possessing a double walled sleeve with an internal 
space containing medication also includes the wrinkled configuration of the elected species, nor 
is there any discussion as to how such a chamber would be compressed and folded without 
substantial loss of medication through the openings 48 during the deployment stages of the 
procedure. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 56 and 57 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claims contain subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor, at the time the application was filed, had possession of the claimed 
invention. Regarding claim 56, the wrinkled embodiment having the feature of "prevent[ing] 
release of the medication when the structure is in the initial state" (claim 56, last two lines) is 
unsupported by the original disclosure, particularly since one of ordinary skill would have 
interpreted the folds or wrinkles to be macroscopic rather than microscopic in nature, and "the 
wrapping material itself does not stretch" (US 6,193,746 Bl : column 2, line 35). Regarding 
claim 57, there is no suggestion of combining the wrinkled embodiment with either prosthesis 
shown in Figures 5 and 6 and certainly no explanation to the ordinary practitioner as to how a 
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wrinkled lining would be applied to cover the structure surrounding the branching orifice (US 
6,193,746 Bl : column 4, lines 36-38, for example) so as to enable the orifice to expand 
sufficiently and in such a way that neither the structure nor the (less) wrinkled material impedes 
blood flow. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2 ) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 33-36 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Schwarz, US 5,957,971. The embodiment shown in Figure 2, for example, includes an elongated 
hollow structure 34 expandable from an initial state of decreased outer diameter during delivery 
(column 1, lines 27-30; column 2, lines 38-41; column 5, lines 16-27 and 41; etc.) and a wrinkled 
lining 32 comprising a synthetic polymer (column 3, lines 56-60; column 4, lines 3-5 and 12-29; 
etc.) interfaced with a medication for delivery to a patient (column 2, lines 24-27; column 4, line 
30 et seq.), the lining being relatively more wrinkled when the structure is in the initial state 
(column 5, lines 3 1-40). Regarding claim 34, on adjacent turns or wire-like portions of the 
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framework 34, surface portions which face one another constitute interior surfaces and are in 
contact with the lining (Figures 2 and 10). Regarding claim 35: column 2, lines 28-29; column 4, 
lines 30-32; column 5, lines 61-62; etc. Regarding claim 36: column 3, lines 65-67. 

Claims 38, 46, 49, 51-53, and 59 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schwarz, US 5,957,971. Regarding claims 38 and 52, a plurality of through 
holes of diameter no larger than 0.5 um would have been obvious in order to accommodate 
controlled rate microcapsules (column 4, lines 48-55) in such a way that the microcapsules 
themselves (rather than some other barrier in the lining) "control the rate at which the therapeutic 
substance is provided to the blood stream or the body lumen" (column 4, lines 48-55), and such a 
diameter range would have led to nothing more than predictable results in that the microcapsules 
would be prevented from being dislodged from the lining. Regarding claim 46, the elongated 
hollow structure 34 being woven from metal would have been an obvious variant in view of 
column 2, lines 38-39; column 6, lines 4-9; and Figure 3. Regarding claim 49, different 
medications would have been obvious from the drugs listed (column 2, lines 9-1 1 and 29-33; 
column 4, lines 15-17 and 45-47; column 6, line 33; etc.) in order to impart multiple effects as 
indicated for a particular patient. The inner and outer layers as set forth in claim 5 1 would have 
been obvious from column 5, lines 13-15; column 6, lines 28-29; and column 3, line 65. 
Regarding claim 53, different biodegradability rates would have been obvious in order to deliver 
the drugs at different rates. Regarding claim 59, polymers such as poly-D,L-lactide were 
common in the art at the time of the present invention and would have been obvious from 
column 4, lines 27-29, and column 5, lines 61-62, in order to provide a range of mechanical 
properties, biodegradability rates, and so on. 
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The Applicant's remarks have been considered. Regarding the election requirement, "the 
election has been treated as an election without traverse" (Office action of February 2, 2007: 
page 2, line 3), and nowhere has the election requirement been vacated, explicitly or implicitly, 
by any Office action in the instant application. Most of the claims referenced by the Applicant 
were rejected under 35 U.S.C. 1 12, first paragraph, in the Office action of May 7, 2007; it would 
have been rather difficult for the examiner to determine which of the claims were to be 
withdrawn when not one of claims 33-36, 38-46, and 49-57 (in the amendment of March 28, 
2007) was readable on any originally disclosed embodiment or species, non-elected or otherwise. 
Regarding claim 56, the examiner fails to see how a macroscopic wrinkling and unwrinkling 
imparts a closing and opening of openings which are apparently (Figure 8) similar in size to the 
through holes (no larger than 0.5 um in diameter), and there is certainly no suggestion or 
explanation offered in the original disclosure. It is clear from the original disclosure (e.g., US 
6,193,746 Bl: column 3, lines 9-12) that the openings expand as the prosthesis (and hence the 
lining) expands (in non-elected species or embodiments), but the wrapping material or lining 
does not stretch in the wrinkled embodiment (ibid.: column 2, line 35). 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this action. In the event a first reply 
is filed within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
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advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dave Willse, whose telephone number is 571-272-4762 and who 
is generally available Monday, Tuesday, and Thursday. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Corrine McDermott, can be reached on 
571-272-4754. The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 



/Dave Willse/ 



Primary Examiner 
Art Unit 3738 



